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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^| Responsive to communication(s) filed on 1 7 December 2008 . 
2a )£3 This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1 and 89-114 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1 and 89-114 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Acknowledgements 

1 . This action is responsive to Applicants' amendment received 17 December 2008. 

2. This action has been assigned paper number 20090305 for reference purposes only. 



4. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: 

a. "pregenerated software developer rank" in at least claim 89; 

b. "term comparison" in at least claim 89; 

c. "determined portion of the first encrypted software license" in at least claim 93; 
and 

d. "determined portion of the second encrypted software license" in at least claim 



3. 



Claims 1 and 89-1 14 are pending and have been examined. 



Specification 



93. 



Claim Rejections - 35 USC § 112 



5. 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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6. Claims 1 and 89-1 14 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

7. Each of the independent claims (1, 97, and 106) recite "an applicable software license. 
The term "applicable" is a relative term which renders the claims indefinite. The term 
"applicable" is not defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. The Examiner suggests removing the word "applicable" 
from the claims. 

8. Each of the independent claims (1, 97, and 106) recite "the first encrypted software 
license is encrypted to allow access to the first encrypted software license through a licensing 
module." One of ordinary skill in the art would not understand if the encrypted license is being 
encrypted with a second layer of encryption or if this limitation is just to show the intended use 
of encrypting the software license. For purposes of prior art, the Examiner has interpreted the 
latter to be the situation. 



(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 



Claim Rejections - 35 USC § 102 



9. 



Claims 1 and 89-1 14, as understood by the Examiner, are rejected under 35 



U.S.C. §102(b) as being anticipated by Ross (US 5,553,143). 
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10. As to claims 1, 97, and 106, Ross shows: 

e. A computer-implemented method for restricting access to a software license and 
for determining an applicable software license based on a ranking, the method 
comprising: 

f. providing a first encrypted software license ("Main License," C 4, LL 14-23) 
associated with a first version of an application ("initial" version, Id.) on a computing 
system ("computer system," Id.), wherein the first encrypted software license is 
associated with a rank ("file extension to indicate that it is the first license in the chain," 
C 9, LL 20-36) wherein the first encrypted software license is encrypted (C 2, LL 11-17) 
to allow access to the first encrypted software license through a licensing module 126 and 
to prevent access to the first encrypted software license not through the licensing module 
(access is only allowed with use of the private key, C 2, LL 11-17); 

g. receiving a request 504 to access an applicable software license for the first 
version of the application 512, wherein the request is received at the software licensing 
module (C 4, LL 1-10) ; 

h. obtaining, at the software licensing module (Id.), a product identifier ("main 
license serial number," 518) associated with the first version of the application (main 
license not update); 

i. based on the obtained product identifier associated with the first version of the 
application 522, searching the computing system for other versions of the application that 
are loaded on the computing system 526 to identify at least a second version of the 
application (C 2, LL 8-10); 
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j. based on the identified second version of the application, identifying a second 

encrypted software license ("upgrade license," C 3, LL 14-17) associated with a rank 

('As each subsequent upgrade license is added, the extension name is incremented by 

one." C 9, LL 20-36), wherein the second encrypted software license is encrypted (C 2, 

LL 1 1-17) to allow access to the second encrypted software license through the licensing 

module 126 and to prevent access to the second encrypted software license not through 

the licensing module (access is only allowed with use of the private key, C 2, LL 11-17); 

k. comparing the rank of the first encrypted software license to the rank of the 

second encrypted software license to determine the applicable software license ("This can 

be used to determine a sequential order for validating a chain of licenses." C 9, LL 20- 

36); 

1. decrypting the determined applicable software license for access 322; 
m. providing access to the decrypted applicable software license 332; 
n. a processor (inherent to a computer); and 

o. a memory having computer executable instructions stored thereon (the hardware 
of the computer will not perform the instructions unless this is present), the computer 
executable instructions programmed to: 



11. 



As to claims 89, 98, and 107, Ross further shows: 

p. the rank of the first encrypted software license and the rank of the second 
encrypted software license are at least one member of a group comprising: 
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q. a pregenerated software developer rank (the software developer establishes the 

order, C 9, LL 20-36), and 

r. a rank based on a term comparison of the first encrypted software license and the 
second encrypted software license. 



12. As to claims 90, 99, and 108, Ross further shows: 

s. the product identifier associated with the first version of the application includes a 
software product description ("Licensing information includes information regarding a 
product's features, value, capacity, etc." C 1, LL 49-64). 



13. As to claims 91, 100, and 1 09, Ross further shows: 

t. searching the computing system for other versions of the application that are 
loaded on the computing system includes accessing a SKU file ("license inventory file," 
310) and matching the product identifier to other version of the application located in the 
SKU file 306. 



14. As to claims 92, 101, and 1 10, Ross further shows: 

u. the determined applicable software license is at least one member of a group 
comprising: the first encrypted software license (if there is no update, C 1 1, LL 56-64) 
and the second encrypted software license (if there is an update, Id.). 
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15. As to claims 93, 102, and 111, Ross further shows: 

v. the determined applicable software license is a determined portion of the first 
encrypted software license and a determined portion of the second encrypted software 
license (the update modifies the terms of the main license, therefore the result is portions 
from the first license being combined with the second license. C 3, LL 3-20). 

16. As to claims 94, 103, and 1 12, Ross further shows: 

w. the determined portion of the first encrypted software license and the determined 

portion of the second encrypted software license are determined by: 

x. comparing terms of the first encrypted software license to terms of the second 

encrypted software license ("network connections allowed," C 3, LL 3-20); 

y. selecting the portion of the first encrypted software license (all terms not directed 

to the number of connections, Id.) and the portion of the second encrypted software 

license based on the comparison ("twenty-five" "network connections," Id.); and 

z. generating a composite software license based on the selected portion of the first 

encrypted software license and the selected portion of the second encrypted software 

license (The other terms of the first license are not modified, but the number of 

connections from the second license is. Id.) 
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17. As to claims 95, 104, and 113, Ross further shows: 

aa. the product identifier associated with the first version of the application is 
obtained from configuration data ("license documents," C 4, LL 14-23) of the first 
version of the application. 

18. As to claims 96, 105, and 1 14, Ross further shows: 

bb. the product identifier associated with the first version of the application is 
obtained from a system registry of the first version of an application ("permanently 
associated with a system," C 4, LL 14-23). 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

20. Claims 1 and 89-1 14, as understood by the Examiner, are alternately rejected under 35 
U.S.C. §103(a) as being unpatentable over Ross in view of White (How Computers Work). 

21 . It is the Examiner's primary position that these claims are anticipated by Ross as 
indicated above. However, the Examiner has relied upon inherency for the computer 
implementation (i.e. the processor and the memory with instructions) being necessarily present in 



the computer system. 
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22. In case a reviewing body determines that these two elements are not necessarily present, 
White teaches a "Personal Computer" (Page 12) with a "Microprocessor" (Id.) and a "Hard 
Drive" with "programs" on it (Id.). 

23. Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified the teachings of Ross to implement the invention on a computer as 
taught by White. As shown by White, the "hard drive" is to be used, at least in part, to store 
software (Page 12, Hard Drive:). Also, the "microprocessor" handles "most operations of your 
computer" which includes "software" (Page 12, Microprocessor:). Thus, White clearly sets out 
the fact that instructions should be stored in memory and executed by a processor. 



24. The Examiner hereby adopts the following definition under the broadest reasonable 
interpretation standard. In accordance with In re Morris, 127 F.3d 1048, 1056, 44 USPQ2d 
1023, 1029 (Fed. Cir. 1997), the Examiner points to this other source to support his interpretation 
of the claims. 1 Additionally, this definition is only a guide to claim terminology since claim 
terms must be interpreted in context of the surrounding claim language. Finally, the following 
list is not intended to be exhaustive in any way: 

Computer. "Any machine that does three things: accepts structured input, processes it 



Definitions 



according to prescribed rules, and produces the results as output." Computer 



Dictionary , 3 rd Edition, Microsoft Press, Redmond, WA, 1997. 



1 While most definition(s) are cited because these terms are found in the claims, the Examiner 
may have provided additional definition(s) to help interpret words, phrases, or concepts found in 
the definitions themselves or in the prior art. 
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Response to Arguments 

25. Applicant's arguments with respect to claims 1 and 89-1 14 have been considered but are 
moot in view of the new ground(s) of rejection. 



26. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

27. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

28. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA MURDOUGH whose telephone number is (571)270- 
3270. The Examiner can normally be reached on Monday - Thursday, 7:00 a.m. - 5:00 p.m. 

29. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Andrew Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Conclusion 
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30. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Joshua Murdough 
Examiner, Art Unit 3621 



/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



